
United States Extent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMEKCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 

WWW.U8ptO.gOV 



| APPLICATION NO. | 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


09/558,770 


04/26/2000 


Martin W. Allen 


SPOO-118 


1532 


7590 


02/26/2003 








Robert L Carlson 











Corning Incorporated 
SP TI 03 1 

Corning, NY 14830 



EXAMINER 



HOFFMANN, JOHN M 



ART UNIT 



PAPER NUMBER 



1731 

DATE MAILED: 02/26/2003 



T 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/558,770 
Examiner 



John Hoffmann 



Applicant(s) 

ALLEN ET AL. 



Art Unit 

1731 



Period fo7 Re e p T' UNG ^ C ° mmUniCati0n ^ a rs °» *» ^ sheet with the Lrespontenc iniL^^r- 

?5ss^ A s?ss ssr is set to exp,re - 3 mont ^> ™ 

- Failure to reply wHhin .he set or extended pe™ (6) ' he maili "9 da,e of this communication. 

- Any reply rece ved by the Office later than thr«> months J!Z\h -r ^ . } application to become ABANDONED (35 U.S C « 133) 
earned paten, term adjustment See 37 CFrTimm 9 *** "'^ communica,i °". ««■ if timely filed, may reduce any • 

Status 

1)13 Responsive to communication(s) filed on 22 January ?nm . 
2a)D This action is FINAL. 2 b)Q This action is non-final 

4) 13 Claim(s) Uj7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) 13 Claim(s) 147 are subject to restriction and/or election requirement 
Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
1 DO The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f) 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staoe 

application from the International Bureau (PCT Rule 17 2(a)) 9 
See the attached detailed Office action for a list of the certified copies not received 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application) 

i«n 8 i 7 Th . e ' ranslatlon of the forei 9 n lan 9 ua 9e provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) n . . • 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H J T™, ■T"'* 3) ^ " 

3) □ information Disc.osure Sta.ement(s) (P?0-1^)Paper Z) _ . 6) Q Oth" 



U.S. Patent and Trademark Office 



PTO-326 (Rev. 04-01) nffi ^ a o 

v } Office Action Summary 



Part of Paper No. 10 



Application/Control Number: 09/558,770 
Art Unit: 1731 



Page 2 



DETAILED ACTION 



It is noted that the previous Restriction Requirements were improper; most 
notably, claims 55-57 are not directed to any method. It is further noted that the 
method claims are directed to numerous different inventions and puts an undue burden 
on the Office to examine all inventions and species. For these reasons the previous 
restrictions are withdrawn and the following is made. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 24-30 and 58-82, drawn to an optical fiber, classified in class 385, 
subclass 123. 

II. Claims 55-57, drawn to a glass preform, classified in class 428, subclass 
428. 

HI. Claims 1 -23, drawn to a method of making a preform, classified in class 
65, subclass 379. 

IV. Claims 31 -54, drawn to a method of making a fiber, classified in class 65, 
subclass 435. 

V. Claims 83-97 , drawn to an OVD method of making a fiber preform, 
classified in class 65, subclass 421. 

The inventions are distinct, each from the other because of the following reasons: 
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Inventions (lll-V) and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the method can be used to make a completely 
different product, such as a fiber which has a very high polarization mode dispersion. 

Inventions II and I are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as a sealed distillation 
tube and the inventions are deemed patentably distinct since there is nothing on this 
record to show them to be obvious variants. Should applicant traverse on the ground 
that the species are not patentably distinct, applicant should submit evidence or identify 
such evidence now of record showing the species to be obvious variants or clearly 
admit on the record that this is the case. In either instance, if the examiner finds one of 
the inventions anticipated by the prior art, the evidence or admission may be used in a 
rejection under 35 U.S.C. 103(a) of the other invention. 

Inventions II and (lll-IV) are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
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process of using that product (MPEP § 806.05(h)). In the instant case the process can 
be practiced with a materially different product - such as a product with no bent glass 
tab. 

Inventions V and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). , n the instant case the process can be used to make a materially 
different product, such as a product with no bent tab. 

Inventions III and IV are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination does not require 
Plug, outer handles, or the drawing of a fiber. The subcombination has separate utility 
such as a method of making a laser rod or a photolithography lens. 

Inventions V and III are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 



Application/Control Number: 09/558,770 

Art Unit: 1731 ' age 5 

particulars of the subcombination as claimed because the combination does not require 
applying a pressure greater than 760 torr or heating the preform. The subcombination 
has separate utility such as a method of making preform by a sol-gel or molten 
extrusion method. 

Inventions IV and V are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination does not require 
the use of any soot or using a pressure in the hole during collapse. The 
subcombination has separate utility such as a method of making laser rod. 

Because these inventions are distinct for the reasons given above and the 
search required for any of Groups l-V is not required for any of the other groups, 
restriction for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 
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If Applicant elects to prosecute Group III, IV or V, then the following election 
requirements is made. It is Office policy that prior art search be directed to the 
disclosed invention - not just the claims. By virtue of the numerous mutually exclusive 
species presented in the claims, and that many of the individual limitations are taught in 
literally hundreds of patents in class 65. It is an undue burden for the Office to search 
for all 576 possible combinations and permutations that are disclosed in the present 
application - as represented by the species that are presently claimed. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Specie A1 wherein the fiber is spun/twisted (at least claims 4-5) 
Specie A2 wherein the fiber is unspun/untwisted (at least claim 3) 
Specie B1 wherein the preform is made by depositing soot on the inside of a 
tube, (at least claim 11) 

Specie B2 wherein the preform is made by depositing soot on the outside of a 
mandrel (at least claim 12) 

Specie C1 wherein no end of the bore prevents passage of gas 

Specie C2 wherein one end of the bore prevents passage of gas 

Specie C3 wherein both ends of the bore prevents passage of gas 

Specie D1 wherein at least one end prevents passage of gas by being plugged 

Specie D2 wherein at least one end prevents passage of gas by being closed. 

Specie E1 wherein the gas is a dry gas (at least claim 45). 
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Specie E2 wherein the gas is a drying gas (at least claim 46). 
Specie F1 wherein the one way valve is a bubbler (at least claim 49) 
Specie F2 wherein the one-way valve is a long tube (at least claim 50) 
Specie G1 wherein the preform is redrawn (see claim13) 
Specie G2 wherein the preform is not redrawn. 

Specie H1 wherein the process creates a solid preform as the final product 
Specie H2 wherein the process creates a preform with a bore/aperture as the 
final product. 

Specie H3 wherein the process creates an optical fiber as a final product. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
each group A,B,C,D,E,F,G and H for prosecution on the merits to which the claims shall 
be restricted if no generic claim is finally held to be allowable. Currently claims 1, 31 
and 83 are generic for at least one group of species. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 



Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is 703-308- 
0469. The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 703-308-1 164. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-305-71 15 for 
regular communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application 



proceeding should be directed to the receptionist whose telepj 
0651. 



number is 703-308- 
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